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DETAILED ACTION 

Response to Arguments 

1 . The following is response to Applicant's Request For Clarification of Office Action 
filed on April 3, 2007. 

Applicant's arguments regarding Claims 3, 11, and 13 on Page 1 of the Remarks 
"For example each of the independent claims (claim 3, 11, and 13) recite ..." and on 
Page 2, 1 st and 2 nd Paragraphs "...A detailed argument that the proposed combination 
of the Schroeder ..." are persuasive thus a new search was conducted rendering Will 
(US 6,392,640). The above cited arguments are arguments regarding O'Dell not 
teaching the feature of "displaying the plurality of selected words on said display in an 
order based on the frequency of use of the plurality of the selected words by the user". 

Examiner, however, respectfully disagrees with Applicant's assertion (See 
Applicant Remarks under "Selective Combination of References" that O'Dell cannot be 
combined with Schroeder. The suggestion or motivation to combine comes from the 
O'Dell reference, which is for the purpose of providing faster text entry to a user. 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 



Application/Control Number: 10/023,700 
Art Unit: 2618 



Page 3 



3. Claims 3, 11, 13- 16, 19-21, 24-26, 29 -30 are rejected under 35 U.S.C. 
103(a) as being unpatentable over Schroeder et al. (5,797,098) in view of Will (US 
6,392,640). 

Regarding Claim 3, Schroeder teaches an electronic device comprising a display 
(Figure 1A, display (11)); and a memory storing a dictionary of words (Column 6 lines 
30 - 31), wherein the device is adapted to, in response to a text entry, select a plurality 
of words in said dictionary predicted to correspond to said entry (Figure 4, Column 6 
lines 17-41), and display the plurality of selected words on said display (Figure 4). 

Schroeder does not teach displaying the plurality of selected words on said 
display in an order based on the frequency of use of the plurality of the selected words 
by the user. 

Will teaches displaying the plurality of selected words on said display in an order 
based on the frequency of use of the plurality of the selected words by a user (Col. 13 
lines 46 - 67). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify device of Schroeder with the word use frequency method 
of Will for the purpose of improving the efficiency of the entry of text and other character 
sequences as taught by Will. 

Regarding Claim 1 1 , Schroeder teaches a method of predicting text on an 
electronic device the method including the steps of: recognizing an entry of text by a 
user of the device (Figure 4, Column 6 lines 17-41); selecting a plurality of words 
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stored in a dictionary responsive to the text entry (Figure 4, Column 6 lines 17-41); 
and displaying at least one of the plurality of selected words on a display of the device 
(Figure 4). 

Schroeder does not teach the display being based on the frequency of use of the 
plurality of selected words by the user. 

Will teaches the display being based on the frequency of use of the plurality of 
selected words by the user (Col. 13 lines 46 - 67). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify device of Schroeder with the word use frequency method 
of Will for the purpose of improving the efficiency of the entry of text and other character 
sequences as taught by Will. 

Regarding Claim 13, Schroeder teaches a software program stored on a tangible 
medium readable by an electronic device (Figure 1B, Col. 3 lines 46 - 50), which when 
run on the electronic device is operable to cause said device to perform a method of 
predicting text, the method comprising: selecting a plurality of words from a dictionary of 
words stored in a memory and predicted in response to entry of text by the user (Figure 
4, Column 6 lines 17-41); displaying the plurality of selected words on a display of the 
device (Figure 4). 

Schroeder does not teach the display being based on the frequency of use of the 
plurality of selected words by the user. 

Will teaches the display being based on the frequency of use of the plurality of 
selected words by the user (Col. 13 lines 46 - 67). 
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It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify device of Schroeder with the word use frequency method 
of Will for the purpose of improving the efficiency of the entry of text and other character 
sequences as taught by Will. 

Regarding Claim 14, Schroeder in view of Will teaches all of the claimed 
limitations recited in Claim 13. Schroeder further teaches a computer readable medium 
that comprises a flash memory (Figure 1 B, Col. 3 lines 46 - 50), and the frequency of 
use of the plurality of selected words by the user is determined dynamically at the time 
of said entry of text by the user (Col. 5 lines 46 - 51). 

Regarding Claim 15, Schroeder in view of Will teaches all of the claimed 
limitations recited in Claim 13. Schroeder further teaches wherein new words may be 
added to the dictionary (Col. 7 lines 26 - 29), updating a plurality of counter bits for 
each word in the dictionary used by the user according to the frequency of use of each 
(Column 7 lines 45 - 47, the memory stores the dictionary and the count, which 
comprise bits). Will further teaches modifying the order of the plurality of selected 
words displayed in respect of the text entry based on the values of a plurality of counts 
(Col. 13 lines 46 - 67, the order of the list will change based on the frequency of use, 
which is based on the counts). 

Regarding Claims 16, 26, Schroeder in view of Will teaches all of the claimed 
limitations recited in Claims 3, 1 3. Schroeder further teaches wherein only one of said 
selected plurality of words is displayed (Column 6 lines 46 - 61 , at least one candidate 
word is displayed, which means there can be just one candidate word displayed). Will 
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further teaches a word being the word that is most frequently used by the user (Col. 13 
lines 46 - 67). 

Regarding Claims 19, 29, Schroeder in view of Will teaches all of the claimed 
limitations recited in Claims 3, 13. Schroeder further teaches wherein the electronic 
device comprises a mobile telecommunications device (Figure 1A). 

Regarding Claims 20, 30, Schroeder in view of Will teaches all of the claimed 
limitations recited in Claims 19, 29. Will further teaches wherein the text entry 
comprises part of the text of a message to be sent by said mobile telecommunications 
device (Column 3 lines 2-5, transmission by SMS comprises transmitting part of the 
text of a message). 

Regarding Claim 21, Schroeder in view of Will teaches all of the claimed 
limitations recited in Claim 1 1 . Schroeder further teaches wherein only one of said 
selected plurality of words is displayed (Column 6 lines 46 - 61 , at least one candidate 
word is displayed, which means there can be just one candidate word displayed). Will 
further teaches a word being the word that is most frequently used by the user (Col. 13 
lines 46 -67). 

Regarding Claim 24, Schroeder in view of Will teaches all of the claimed 
limitations recited in Claim 1 1 . Schroeder further teaches wherein the electronic device 
comprises a mobile telecommunications device (Figure 1A). 

Regarding Claim 25, Schroeder in view of Will teaches all of the claimed 
limitations recited in Claim 24. Will further teaches wherein the text entry comprises 
part of the text of a message to be sent by said mobile telecommunications device 
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(Column 3 lines 2-5, transmission by SMS comprises transmitting part of the text of a 
message). 

4. Claims 17 - 18, 22 - 23, 27 - 28 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Schroeder et al. (5,797,098) an in further view of Will (US 6,392,640), 
as taught in Claims 16, 21 , 26 above, and further in view of O'Dell (US 6,801 ,659) 

Regarding Claims 17, 27, Schroeder in view of Will teaches all of the claimed 
limitations recited in Claims 16, 26. Will further teaches the order of the displayed 
words being based on the frequency of use of the plurality of selected words by the user 
(Col. 1 3 lines 46 - 67). Schroeder further teaches said frequency of use being 
determined dynamically at the time of the text entry (Col. 5 lines 46-51). 

Schroeder in view of Will does not teach wherein a plurality of selected words are 
sequentially displayed one at a time. 

O'Dell teaches wherein a plurality of selected words are sequentially displayed 
one at a time (Column 7 lines 39-41, when the 'select word' key is pressed one word 
will be displayed at a time). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify the device of Schroeder in view of Will with the sequential 
feature of O'Dell for the purpose providing faster text entry to a user as taught by O'Dell. 

Regarding Claims 18, 28, Schroeder in view of Will and in further view of O'Dell 
teaches all of the claimed limitations recited in Claims 17, 27. Schroeder further 
teaches wherein new words may be added to the plurality of words in said dictionary 
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(Col. 7 lines 26 - 29). O'Dell further teaches wherein each sequential display of a word 
is made in response to the user pressing a key (Column 7 lines 39 - 41). 

Regarding Claim 22, Schroeder in view of Will teaches all of the claimed 
limitations recited in Claim 21 . Will further teaches the order of the displayed words 
being based on the frequency of use of the plurality of selected words by the user (Col. 
1 3 lines 46 - 67). Schroeder further teaches said frequency of use being determined 
dynamically at the time of the text entry (Col. 5 lines 46 - 51). 

Schroeder in view of Will does not teach wherein a plurality of selected words are 
sequentially displayed one at a time. 

O'Dell teaches wherein a plurality of selected words are sequentially displayed 
one at a time (Column 7 lines 39 - 41 , when the 'select word' key is pressed one word 
will be displayed at a time), 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify the device of Schroeder in view of Will with the sequential 
feature of O'Dell for the purpose providing faster text entry to a user as taught by O'Dell. 

Regarding Claim 23, Schroeder in view of Will and in further view of O'Dell 
teaches all of the claimed limitations recited in Claim 22. Schroeder further teaches 
wherein new words may be added to the plurality of words stored in the dictionary (Col. 
7 lines 26 - 29). O'Dell further teaches wherein each sequential display of a word is 
made in response to the user pressing a key (Column 7 lines 39 - 41). 



Application/Control Number: 10/023,700 
Art Unit: 2618 



Page 9 



Conclusion 



5. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Raymond S. Dean whose telephone number is 571-272- 
7877. The examiner can normally be reached on Monday-Friday 6:00-2:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Edward F. Urban can be reached on 571-272-7899. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




Raymond S. Dean 
December 22, 2006 



EDWARD F. URBAN 
SUPERVISORY PATENT EXAMINER 
TECHNOLOGY CENTER 2600 




